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Wegner, Top Ten Patent Drafting Rules
PREFACE
The Wegner Rules provide a set of drafting principles that are designed to
provide a simple and easy to examine patent application that will result in valid and
enforceable coverage yet permit rapid filing of patent applications to meet the
realities of a first-to-file world of the Leahy Smith America Invents Act.

The Nautilus and Limelight Impact on Patent Drafting
On June 2, 2014, the Supreme Court issued important opinions in Nautilus
and Limelight that underscore a return to the need for careful claim drafting and a
return to strict interpretation of patents where the balance favors competitors
versus patentees where patents have been drafted with less than optimum
precision. Nautilus, Inc. v. Biosig Instruments, Inc., __ U.S. __ (2014)(Ginsburg,
J.), Biosig Instruments, Inc. v. Nautilus, Inc., 715 F.3d 891 (Fed. Cir.
2013)(Wallach, J.); Limelight Networks, Inc. v. Akamai Techs., Inc., __U.S. __
(2014)(Alito, J.), opinion below, Akamai Techs., Inc. v. Limelight Networks, Inc.,
692 F.3d 1301 (Fed. Cir. 2012)(en banc)(per curiam). The twin decisions in
Nautilus and Limelight signal an abrupt end to a two year period of leniency for
patent applicants that was triggered by the en banc reconsideration of Akamai.
Eextracts from both Supreme Court opinions are found in the appendix, The
Nautilus and Limelight Supreme Court Opinions.
The far more important opinion from the standpoint of its impact on daily
practice is the Nautilus case that tightens up the standards for determining when a
claim is invalid for indefiniteness under 35 USC § 112(b):
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[W]e hold that a patent is invalid for indefiniteness if its claims, read in light of the
specification delineating the patent, and the prosecution history, fail to inform,
with reasonable certainty, those skilled in the art about the scope of the invention.
***
“§112, ¶2 [ ] requires that a patent’s claims, viewed in light of the specification and
prosecution history, inform those skilled in the art about the scope of the invention
with reasonable certainty. The definiteness requirement, so understood, mandates
clarity, while recognizing that absolute precision is unattainable. The standard we
adopt accords with opinions of this Court stating that ‘the certainty which the law
requires in patents is not greater than is reasonable, having regard to their subjectmatter.’ Minerals Separation, Ltd. v. Hyde, 242 U. S. 261, 270 (1916). See also
United Carbon, 317 U. S., at 236 (‘claims must be reasonably clear-cut’);
Markman, 517 U. S., at 389 (claim construction calls for ‘the necessarily
sophisticated analysis of the whole document,’ and may turn on evaluations of
expert testimony).”
***

It cannot be sufficient that a court can ascribe some meaning to a patent’s claims;
the definiteness inquiry trains on the understanding of a skilled artisan at the time
of the patent application, not that of a court viewing matters post hoc. To tolerate
imprecision just short of that rendering a claim “insolubly ambiguous” would
diminish the definiteness requirement’s public-notice function and foster the
innovation-discouraging “zone of uncertainty,” United Carbon [Co. v. Binney &
Smith Co., 317 U. S. 228, 236 (1942)]], against which this Court has warned.
Limelight tightens up the requirements for proper claim drafting by
underscoring the continued validity of the “all elements” rule. If you draft a claim
that includes several elements, including an element unnecessary to carry out the
invention, then the patent claim is next to worthless because anyone in the public is
free to practice the invention minus the unnecessary element and go scot free from
a determination of infringement.
4
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A method patent claims a number of steps; under this Court’s case law, the patent
is not infringed unless all the steps are carried out. See, e.g., Aro [Mfg. Co. v.
Convertible Top Replacement Co., 365 U. S 336, 344 (1961)] (a “patent covers
only the totality of the elements in the claim and . . . no element, separately
viewed, is within the grant”). This principle follows ineluctably from what a patent
is: the conferral of rights in a particular claimed set of elements. “Each element
contained in a patent claim is deemed material to defining the scope of the patented
invention,” Warner-Jenkinson Co. v. Hilton Davis Chemical Co., 520 U. S. 17, 29
(1997), and a patentee’s rights extend only to the claimed combination of elements,
and no further.

First to File
While greater attention must be given to claim drafting at the same time,
there is suddenly great pressure on patent applicants for prompt patent drafting in
view of the realities of a first-to-file world under the Leahy Smith America Invents
Act.
The pendulum has clearly swung toward prompt application filing while at
the same time with checks against indefiniteness rulings.
There are many different ways to obtain a valid and enforceable patent right
that can be chosen, each with their own benefits and detriments. In recent years it
has been popular in some quarters to file large numbers of claims and to cite
dozens of prior art references. Circuit Judge Plager has perceived deliberate
obfuscation as a goal of some patent draftsmanship:
The “Wegner Rules” take a fresh approach perhaps far different from the
norm today, but which is an approach that was tested for the decade of the 1980’s
in this writer’s boutique firm.
5
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The goal of the Wegner Rules is to present a very simple set of claims
coupled with a citation of very few pieces of prior art (but ensuring that the best
known prior art is I this citation). Characterization of or argumentation against the
prior art is strictly avoided to let the Examiner do his or her job of first action
search and examination.
Achieving Goals of Clarity and Prompt Coverage
To reach the goal of claims of appropriate scope that were valid and
enforceable the strategy involved creating a simple patent application with a
minimal number claims, a straight-forward citation (but not characterization) of
prior art that would permit the Examiner to do a thorough examination on the first
action – and quickly come to either a determination of Allowability or to reach a
compromise position with the applicant that could reach that result.
Simplicity and the presentation of minimal claims and a focus on one issue
are cornerstones to the Wegner Rules. One can liken the examination process to
the grant of certiorari by the Supreme Court. Virtually every case where the Court
grants certiorari there is only one Question Presented – or at most two. Anyone
who presents more issues is virtually certain to have his petition for Supreme Court
review denied. A parallel is seen at the Patent Office where applicant’s basic goal
of the examination process is to have the Examiner allow the application.
If the issues are simple and the best prior art is presented in an Information
Disclosure Statement (with just the one or two most pertinent references and not a
flood of dozens of references), the Examiner will be able to quickly grasp the
issues and come to a quick resolution, if not before the first action then responsive
to the applicant’s first response to the initial Office Action.
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To the extent that review by the Primary Examiner is needed, there is a clear
shot at such review if the issues are simply presented. (If on the other hand there
are, say, thirty claims and thirty prior art references, can one really expect a careful
review by the Primary Examiner to the point of overruling the Assistant
Examiner?) And, of course, if an appeal is needed, the chances for success are
inversely proportional to the complexity of the case on appeal.
The Wegner Rules focus upon a very simple patent application that focuses
on a handful of carefully drafted claims; a Summary of the Invention which
consists primarily of verbatim language as used in the claims coupled with
definitions of any term that could be considered ambiguous; an Information
Disclosure Statement that identifies one or two or so pieces of prior art (always
making sure that the closest known prior art is in this group, but without
characterization or other arguments of patentability. No Background of the
Invention is included.

Speed to Obtain the Earliest Filing date in a First-to-File World
Now, with first-to-file a reality created by the Leahy Smith America Invents
Act prompt filing is imperative; the simple filing procedures of the Wegner Rules
are geared to such a first-to-file system. Indeed, the Wegner Rules were devised
for the world of pharmaceutical patents where global protection is a necessity and
thus where first-to-file has been a practical reality for decades.

7
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Prospectively Curbing Indefiniteness Issues
The Wegner Rules provide an optimum tool for determining even apparent
indefiniteness. Only with a small number of claims and few issues does the
Examiner have the time to identify the formal issues in a patent application.
Where there are numerous claims and dozens of prior art references, the best an
Examiner can do is to focus on the critical aspects of novelty and nonobviousness.
But, with few claims and a focused presentation keyed to limited prior art now the
Examiner has the chance to go through all issues in depth.

If there is an apparent weakness in terms of indefiniteness, now the
Examiner can call this to the attention of the applicant. If the Examiner is correct
that there is indefiniteness, the applicant has the opportunity to amend the claims to
obviate what could otherwise be basis for rejection of the claims. If there is an
explanation so that the claims are not indefinite, the rejection gives the applicant
the chance to clarify the prosecution history and thus strengthen validity of the
patent.

HCW June 2, 2014
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THE WEGNER RULES
Wegner Rule (1) Business Objectives Dictate Strategy: Business objectives
should dictate a particular drafting strategy: There are entirely different
drafting considerations depending upon whether the patent is for offensive or
defensive purposes.
Wegner Rule (1)(A) For offensive patent protection drafting should sequentially
take on (1) claim drafting; (2) “Summary of the Invention”; (3) Detailed
Description of the Drawings; (4) Detailed Description; and (5) Abstract of the
Disclosure.
Wegner Rule (1)(B): Defensive Patenting mandates extremely prompt filing with a
focus on specific examples of the invention to Block a Third Party’s Dominant
Claim.
Wegner Rule (1)(C) For a truly defensive patent, claims play a relatively
unimportant role in a first-to-file regime. It is critical to promptly obtain a filing
date to create the earliest patent-defeating date. Whether claims are present or not
has lessened defensive importance in view of the American adoption of the first-tofile system.
Wegner Rule (1)(D) Simple immediate Publication is an Alternative to a
Defensive Patent. but with certain negatives.
Wegner Rule (1)(E): A PCT Filing Entering the National Stage in Foreign
Countries creates a Novelty Defeating Effect (but not an Obviousness-Defeating
Effect as in the United States).
Wegner Rule (1)(F): Industry specific considerations may trump the general rules
for patent drafting, e.g., FRAND filings may require special drafting techniques.
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Wegner Rule (1) Business Objectives Dictate Strategy: Business objectives
should dictate a particular drafting strategy: There are entirely different
drafting considerations depending upon whether the patent is for offensive or
defensive purposes.

The first issue to consider before starting the drafting process is to determine
whether the business objective is to obtain offensive or defensive protection – or
both. In a nutshell, offensive protection is keyed to obtaining meaningful claims
that can be enforced – whether the goal is to block others from a patent-protected
market, licensing or other alienability of the patent right or trading patent rights
with a third party. Defensive protection in its purest form is simply blocking a
third party from obtaining a patent that will dominate the inventor’s own
exploitation of his technology. Often, there are mixed offensive and defensive
objectives.
Because so much of the discussion on patent drafting is keyed to offensive
patent rights while perhaps the majority of patent applications filed today are for
largely if not exclusive defensive rights, it is useful to first consider the purely
defensive rights that can be obtained through the patent granting process.

10
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Wegner Rule (1)(A) For offesnsive patent protection drafting should
sequentially take on (1) claim drafting; (2) “Summary of the Invention”; (3)
Detailed Description of the Drawings; (4) Detailed Description; and (5)
Abstract of the Disclosure.

1. Claim Drafting
2. Summary of the Invention”, a Definitional Section
a. A Verbatim Copy of Key Claim Wording
b. Definitions
c. Utility and Advantages
3. Description of the Drawings
4. Detailed Description to Support the Claims
5. Abstract of Disclosure, Verbatim Correspondence to “Claim 1”

1. Claim Drafting
Claim drafting is the most difficult and by far the most important task of the
patent drafting exercise. There is a natural tendency to put off the toughest part of
a drafting exercise and get something on paper. But, to avoid claim drafting and
start with drafting various parts of the specification turns the drafting exercise on
its head: The principal focus must be on the claims, which must be the starting
point; only after the claims been drafted, then the specification is drafted to
complement the claims.
(The worst drafting starts by a detailed recitation of problems in the prior art
and then proceeds with the drafting of claims. If the claims do not solve the
problems recited in the specification, then are the claims to be limited to those
embodiments which do solve the problems?)
11
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2.

Summary of the Invention”, a Definitional Section

The starting point for the patent specification – after a title – is the Summary
of the Invention.

a. A Verbatim Copy of Key Claim Wording
The claims in toto should be reproduced word for word as the Summary of
the Invention. A verb should be added to each claim to make a complete sentence.
(Thus, “A product comprising ***” in claim 1 is reworked as “A product is
provided comprising ***”.) The wording to describe the invention should be
identical in both the claims and the Summary.
b. Definitions
Words that need a definition should be placed in parenthesis and defined in
the text immediately following the repetition of the wording of the claims.
c. Utility and Advantages
A single sentence setting forth a specific utility for all the products of the
generic definition of the invention should be provided.
Immediately after the recitation paralleling the wording of claim 1 there
should be a statement of properties of the invention which may distinguish over the
prior art. It is not necessary (nor necessarily even desirable) to state that the
invention is superior to the prior art, but only to recite the properties or
characteristics of the invention which could later be basis to establish
nonobviousness over the prior art. This section of the application is important for a
12
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priority basis for a later European application where a “solution” to a hypothetical
“problem” may be established as part of meeting European patentability
regulations.

The Detailed Description should be thusly titled and follow the Summary
(and, where drawings are present, the Brief Description of the Drawings). But,
everything the Examiner will need to know to examine the case should be in the
application prior to the Detailed Description, so that it is possible for the examiner
to ignore the Detailed Description and thus make best use of the limited time he
has to conduct his first action.
3. Description of the Drawings
A straight-forward explanation of the drawings should follow, where
drawings are provided.
4. Detailed Description to Support the Claims
A section, Detailed Description, should constitute the remainder of the
application up until the claims.
In a well-functioning patent operation, the research department will have
provided the patent attorney with an electronic copy of the laboratory notebook
material that supports the claimed invention. This text should be put into the
application, pretty much unedited except for grammar and to put text in the present
tense (unless it is absolutely certain that the experimental work was actually
carried out).
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The check on this disclosure should be whether one skilled in the art is given
a “recipe” to carry out the claimed invention. If not, the specification must be
tooled up to provide an enabling disclosure.

Where the patent attorney is given a modest amount of text, all the text
should be included in the specification. Assuming that the inventor has not
withheld anything from the text, then inclusion of “everything” assures compliance
with the “best mode” requirement of the patent law. (There is no requirement to
identify the best mode; it is sufficient if it is part of the application disclosure.) The
“best mode” requirement is entirely subjective.
5. Abstract of Disclosure, Verbatim Correspondence to “Claim 1”
If claim 1 is the broadest claim in the application, then claim 1 (with a verb
added, as in the case of the Summary) should be provided as the Abstract of the
Disclosure that appears at the end of the application.
No change of wording should be made that can create ambiguities.

14
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Wegner Rule (1)(B): Defensive Patenting mandates extremely prompt filing
with a focus on specific examples of the invention to Block a Third Party’s
Dominant Claim.
To the extent that an applicant’s objective is entirely defensive then the
earliest possible filing should take place focused almost exclusively on specific
examples that mimic the applicant’s own commercial embodiments.
There is every reason not to attempt to meet the various elements for an
offensive patent application as this will only slow down the application process – a
clearly negative factor for a first-to-file world where priority is based only on the
filing date.

Wegner Rule (1)(C) For a truly defensive patent, claims play a relatively
unimportant role in a first-to-file regime. It is critical to promptly obtain a
filing date to create the earliest patent-defeating date. Whether claims are
present or not has lessened defensive importance in view of the American
adoption of the first-to-file system.

The usual patent property of great importance is for offensive purposes. At
the other extreme there is the case of an invention that is the subject of defensive
patent protection: The goal, here, is to block a third party from gaining a patent to
the same technology through a junior filing. Here, there is no reason to even
obtain a patent of any scope. Thus, the point of a purely defensive filing is to be
first-to-file that creates a patent-defeating date against a third party independent
invention to bar anyone from obtaining a patent to the same technology even if the
person files one day later: Under first-to-file there is no longer the danger of an
interference contest or an antedating declaration whereby the junior inventor would
be able to take away the patent right of the senior applicant.
15
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One could even make the argument that the best approach as a senior
applicant making a defensive-only filing is to assemble the enabling disclosure
from the electronic “laboratory notebook” and file an application immediately with
any claim which would then set a patent-defeating date as of the filing date for the
first-to-file world of the top patent countries of the world.
(If there is any offensive use that should remain open, then the strategy of the
previous paragraph may be used to file a provisional application that would then be
replaced with a regular application claiming priority to the provisional application.)
Reliance on a disclosure of a defensive invention without claims has been
facilitated by the new patent law. There are two important points to remember:
First, if the invention is disclosed in an application filed before a
competitor’s independent invention of the same or obvious subject matter in a
junior filing , then this disclosure in the published patent application will constitute
prior art against the junior-filed application retroactive to the filing date.
Second, the patent-defeating effect bars obvious modifications retroactive to
a foreign priority date. (Under the previous law, the patent-defeating effect of a
published U.S. application was the earliest

16
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Wegner Rule (1)(D) Simple immediate Publication is an Alternative to a
Defensive Patent. but with certain negatives.

To be sure, one can elect to immediately publish or otherwise disclose an
invention to create a patent-defeating right as of the date of publication or other
dissemination of the invention. A major advantage to filing a patent application is
that the secrecy of the invention can be maintained for eighteen months from the
date of first filing up through automatic publication of the application eighteen
months later.
There are obvious advantages to maintaining secrecy for a variety of
reasons. From the standpoint of creating a defensive patent right the applicant is
able to file sequential applications to closely related embodiments within this
eighteen month period while the competition may be in the dark for this entire
period. By filing a plurality of applications a matrix of patent defeating
publications may be established that will create a better patent fortress against a
third party obtaining claims to interfere with the applicant’s business interests.
A serious problem with an immediate publication is that the publication
becomes an instant statutory bar against the applicant obtaining its own
improvement patents (unless unobvious versus the disclosed invention).

17
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Wegner Rule (1)(E): A PCT Filing Entering the National Stage in Foreign
Countries creates a Novelty Defeating Effect (but not an ObviousnessDefeating Effect as in the United States).

A global novelty-defeating right is created by a quick domestic filing that is
followed a year later with a PCT application designating every state where the
novelty-defeating right is desired. The “national stage” should be entered for a
country where this novelty-defeating right is desired. Nothing further need be
done.
It is emphasized that the global right is for a novelty-defeating effect. The
United States uniquely has an obviousness-defeating effect as of the filing date.
Wegner Rule (1)(F): Industry specific considerations may trump the general
rules for patent drafting, e.g., FRAND filings may require special drafting
techniques.
In some instances it is the existence of a claim that covers an industry
standard or product that determines whether the patent may be part of a cross
license or FRAND agreement to the benefit of the inventor.
Is a particular patent eligible for a FRAND agreement status if it has any
claim that reads on the particular industry standard?
Is a pending application with a pending claim sufficient to include the
patent?
If a pending application can be included is there any time deadline for grant
of the patent?
The answers to these questions may well dictate the behavior of the
applicant in any particular drafting situation. For example, if all that is necessary
18
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is to have a pending application with one claim that reads on a standard, what
incentive is there to file many claim? What incentive is there for a prompt
prosecution?
The issues of the pending application as included in a FRAND agreement as
well as claiming are dealt with by Professors Lemley and Shapiro:
It seems clear that the FRAND obligation should extend not just to issued patents
but to pending patents as well, [See Mark A. Lemley, Intellectual Property Rights
and Standard-Setting Organizations, 90 Calif. L. Rev. 1889, 1958 (2002),] and we
urge SSOs to make that explicit. [Some have already done so. See Lemley, supra,
90 Calif. L. Rev. at 1904-11; Rudi Bekkers & Andrew Updegrove, A Study of IPR
Policies and Practices of a Representative Group of Standards Setting
Organizations Worldwide 44-45 (2012), http://sites.national
academies.org/PGA/step/IPManagement/PGA_072197 (identifying SSOs that
apply FRAND policies to patent applications)]. Inventors can keep patent
applications pending in the PTO for years or even decades and can even seek
additional new patents from old applications, [See, e.g., Mark A. Lemley &
Kimberly A. Moore, Ending Abuse of Patent Continuations, 84 B.U. L. Rev. 63,
72-80 (2004),] and the PTO takes years to issue a patent. [See John R. Allison &
Mark A. Lemley, Who's Patenting What? An Empirical Exploration of Patent
Prosecution, 53 Vand. L. Rev. 2099, 2118-21 (2000) (finding that the average
patent takes 2.77 years to issue).] It would make little sense to limit a FRAND
commitment only to those patents that happen to have issued by the time the
standard is adopted. And while the scope of patent claims can certainly change
during prosecution, so that we might not know at the outset whether a particular
patent was essential to the standard, as noted, supra, we don't need to know exactly
which patents are essential to include them in the FRAND commitment.
Mark A. Lemley and Carl Shapiro, A Simple Approach to Setting Reasonable
Royalties for Standard-Essential Patents, 28 Berkeley Tech. L.J. 1135, 1155
(2013)(footnotes integrated into text in brackets)
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Wegner Rule (2) Simple Drafting is Best: A simple application with very few
claims and the very best prior art (but not many pieces of prior art) creates a
prosecution history that the examiner can fully consider in a relatively short period
of time, covering all issues in the case. The simple application has the greatest
chance for early allowance and avoiding a problematic, prolonged and
confrontational examination.
Wegner Rule (2)(A): A simple application with few claims and few prior art
references will permit the Examiner the time to uncover any apparent ambiguities
which then can either be explained by arguments or obviated through an
amendment. In either case the patent will be better bullet-proofed against an attack
for indefiniteness.
Wegner Rule (2) Simple Drafting is Best: A simple application with very few
claims and the very best prior art (but not many pieces of prior art) creates a
prosecution history that the examiner can fully consider in a relatively short
period of time, covering all issues in the case. The simple application has the
greatest chance for early allowance and avoiding a problematic, prolonged
and confrontational examination.

Put oneself in the shoes of the Examiner when he or she first picks up the
case for examination: The application should be simple for examination first in
terms of the layout of the specification, for example, with headings for the
Summary of the Invention which should have self-contained definitions of all claim
terms and (particularly for chemical cases) state the utility of the invention; the
application have a minimum number of claims, a minimum number of prior art
references and a citation of prior art but without an discussion, and an Abstract of
the Disclosure closely tracking the language of “claim 1”.

20
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A primary goal of the patent drafting process is to create a neat, clean set of
patent claims as part of an easy to examine application, one that the Examiner will
be predisposed to allow if there is patentable subject matter in the case.
The patent draftsman must appreciate that the Examiner’s first impression of
an application which is cleanly and sharply presented will predispose the Examiner
toward reaching a favorable conclusion unless the Examiner finds unexpected prior
art that was not found by the applicant. Thus, the claims in an ideal situation will
be relatively few in number – certainly less than twenty and preferably not more
than seven or eight; a Summary of the Invention section will have a verbatim
recitation of the claimed invention but with definitions of all otherwise ambiguous
terms an a statement of use; the best prior art will be cited – limited to the closest
prior art (or, if there are two or three references that are about equally remote from
the claims, then all two or three such references); and no argumentation about the
prior art will be present (but if the most relevant passage is buried in a long
reference, then that passage is cited by page number). All of the information
needed to examine the applications are thus fairly and directly presented in what
has become an easy-to-examine application. (The Detailed Description of the
invention which discloses multiple embodiments of the invention is segregated by
the title “Detailed Description”; all the information needed for examination
precedes this often lengthy section which therefore does not need careful study.)
Must one limit oneself to seven or eight claims? Of course not. There is no
statutory limit to the number of claims that an applicant presents. He may, for
example, choose to present, say, 150 claims. Must one limit oneself to citation of,
say, two or three prior art references? Of course not. One may cite, for example,
forty or more references.

21
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But, what is the impact on the Examiner who picks up a case for first
action with 150 claims and 40 prior art references? Hostility comes to mind. The
Examiner perceives an application that was written by an inexperienced
practitioner where it is likely that there are numerous formal and other issues
present in a case that will be difficult to examine – and one where there is almost
no likelihood of a conclusion without a refiling by the RCE or continuation route.
Given that there is almost no likelihood of an allowance in the near term, the
Examiner is pushed into an adversarial role. The claims will be nitpicked for
formalities. Large numbers of prior art references are likely to be cited with
multiple rejections.
Clearly, the practitioner who files 150 claims is following a strategy that is
not designed to secure prompt allowance of an application. There also is every
likelihood that the claims have multiple defects as it is clearly more difficult to
craft an integrated patent document with 150 claims than seven or eight claims.
And, the proper drafting of a set of seven or eight claims may very well in the end
provide better protection than the application with 150 claims.
Even more to the point in terms of relations with the Examiner, the applicant
who merely dumps forty references into the Patent Office via an Information
Disclosure Statement is implicitly saying, “I don’t have to find the most pertinent
reference. That’s your job, Mr. Examiner.” Furthermore, there is an implicit
thought on the part of some Examiners that where, say, forty references are cited,
the applicant is hiding the best of the forty in such a bulk citation of references.
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The problem is further compounded when the specification (or Information
Disclosure Statement) contains an argument of patentability over the prior art. In
the first instance, given the prior art, it is the Examiner’s task to determine whether
there is or is not a prima facie case of obviousness. By providing pre-examination
arguments in favor of patentability, this creates an adversarial atmosphere that is
bound to trigger a first action rejection.
One of the consequences of overloading an application with too many claims
and too many prior art references is that both the patent applicant and the examiner
may miss potentially valid issues of indefiniteness under 35 USC § 112(b). The
Examiner clearly does not have enough time allotted to go through all the formal
issues that may be involved with a 150 claim – 40 reference case: It will be all that
the Examiner can do to examine a case for patentability under 35 USC § 103.
Issues will be missed by both the patent attorney and the Examiner. If there were
only a handful of claims and a handful of prior art references, then it is highly
probably that issues under 35 USC § 112(b) would be caught by the Examiner:
The applicant would then have a chance to either present arguments explaining the
clarity of the claims (thus presenting a cleaner prosecution history) or if the
rejection is valid, have a chance to amend the ambiguous phrase to obtain a patent
clear from problems under 35 USC § 112(b).
Thus, the too clever applicant who throws in a group of claims of uncertain
scope – particularly “means”-defined element claims – does so to create a
penumbra of uncertain claim boundaries. But, what he is also doing is diluting the
examination efforts that may lead to claims being allowed that ordinarily would be
caught by the Examiner and either explained or corrected.
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Wegner Rule (2)(A): A simple application with few claims and few prior art
references will permit the Examiner the time to uncover any apparent
ambiguities which then can either be explained by arguments or obviated
through an amendment. In either case the patent will be better bullet-proofed
against an attack for indefiniteness.

The best way to avoid mistakes of claim wording in the final patent is to
simply present a limited number of claims to define the invention. In this manner,
both the patent applicant should be able to grasp – and fix – mistakes while the
Examiner is much more likely to catch a mistake in the procurement process and –
through a rejection – alert the applicant who is then able to fix the claim language.

A good example of a mistake caught by neither the patent draftsman nor the
Examiner is Chef America, Inc. v. Lamb-Weston, Inc., 358 F.3d 1371 (Fed. Cir.
2004)(Schall, J.), where the preposition “to” was used instead of “at”, which led to
an entirely nonsensical claim interpretation that made the patent entirely worthless.
The specification disclosed a baking process that included a step of heating dough
at a temperature of up to 850 F. for a period of at little as 10 seconds to set the
batter. But, the claim instead stated a limitation of “heating the ***dough to a
temperature in the range of about 400 F. to 850 F. for a period of time ranging
from about 10 seconds to 5 minutes” for the purpose of setting the batter.
Obviously, the examples did not disclose creating a dough product at 850 degrees
– a temperature so high that a self-cleaning oven (that incinerates residue in an
oven) is automatically locked at such a high temperature to safeguard the kitchen
user; the temperature would transform any bakery product into a charcoal-like
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product. Yet, the claim called for heating to a temperature of 800 degrees, a totally
nonsensical result.
A similar mistake was made in Teknowledge Corp. v. Akamai Technologies,
Inc., 2004 WL 2042864 (N.D.Cal. 2004)(Illston, J.), where the word “from” was
used instead of “for”: A typographical error created a nonsensical meaning for an
internet business claim where a part of the process concerns “objects fetched for
[the] clients”; but, the claim calls for “objects fetched from [the] clients”. Finding
this nonsensical claim construction not infringed – and the claim itself fatally
indefinite and thus invalid – the court said it followed “[t]he clear line of Federal
Circuit authority dictates that this Court may not re-draft claims to change their
ordinary meaning, even if the ordinary meaning produces a nonsensical result.” Id.,
citing Chef America Inc., 358 F.3d at 1374; Process Control Corp. v. Hydreclaim
Corp., 190 F.3d 1350, 1357 (Fed.Cir.1999). Thus, “even assuming that this was a
typographical error, the Court cannot redraft the claim to render it operable. ***
The purpose of claim language is to ‘put[ ] competitors on notice of the scope of
the claimed invention’, and to ‘prevent[ ] unduly burdening competitors who must
determine the scope of the claimed invention based on an erroneously drafted
claim.’” Id., citing Hoganas AB v. Dresser Industries, Inc., 9 F.3d 948, 951
(Fed.Cir.1993); Process Control Corp., 190 F.3d at 1357.
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Wegner Rule (3) Each Claim should be tied to a business Objective: A specific
business objective should be tied to each claim that is presented to make sure
that only a minimum number of claims are presented. Filing many claims
comes with a cost: Applications with numerous claims have a greatly
increased chance for a problematic patent examination.
Wegner Rule (3)(A) “Means”-Defined Elements should be Avoided because such
claims are difficult to properly draft and provide narrower coverage than regular
claims.
Wegner Rule (3)(B) If foreign counterpart applications are to be filed it is
imperative to avoid a “means”-defined element in the basic application because
overseas patent systems do not have a statutory counterpoint to 35 USC § 112(f);
priority to the original application is made complex.
Wegner Rule (3) Each Claim should be tied to a business Objective: A specific
business objective should be tied to each claim that is presented to make sure
that only a minimum number of claims are presented. Filing many claims
comes with a cost: Applications with numerous claims have a greatly
increased chance for a problematic patent examination.
Mindless proliferation of claims of all sorts and varieties and limitations had
been thought by some as presenting a challenge to competitors to figure out the
precise boundaries of protection. This may well have been a correct analysis, but
what this strategy overlooks is that an Examiner may have great difficulty sorting
through a maze of disorganized claims. This presents an invitation to an accused
infringer to raise validity challenges under section 112(b) for the first time in the
context of a patent lawsuit.
The number of claims should be dictated by the number of claims needed for
specific business objectives, and not by the fact that there is no initial extra fee for
up to twenty claims per application, while the statistics offered by Professor
Dennis Crouch point to the fact that applicants all too often seek to reach the
maximum of twenty claims:
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Claims Per Published Application Per Month

*Excerpted

from Professor Dennis Crouch, Chart: Claims Per Application, Patently O (May 18, 2014)(“Patent
claim counts have dropped steadily over the past few years …. The standard of 20-claims-per-patent
continues to remain strong and steady. The chart above shows the number of claims in each published
application from the past four weeks.”)
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Wegner Rule (3)(A) “Means”-Defined Elements should be Avoided because
such claims are difficult to properly draft and provide narrower coverage
than regular claims.
Claim drafting should totally avoid the use of any means-defined elements
under what is today 35 USC § 112(f). One need only read the case law where
claim after claim has been struck down because of an improperly supported
“means”-defined element in the claims.
The argument is sometimes made that one receives broader protection
because the claim with a “means”-defined element includes both the specifically
disclosed element and equivalents of that specifically disclosed element. But,
careful reflection shows that the use of a “means”-defined element provides
narrower coverage than if this claim form had not been used.
Consider the hypothetical where the invention includes a signal such as a
bell and the possible signal alternatives could be a whistle, an air horn, a strobe
light, a vibrating panel or any other element that provides a “signal”. Assume that
the disclosure is of a whistle and that the specification defines as an equivalent an
air horn. Here, if the claim simply states “a signal”, all signals are within the scope
of claimed invention. But, if the claim recites “signal means”, then the literal
coverage only goes so far as to cover the disclosed whistle and the equivalent – the
air horn. The literal coverage is thus narrower than if the claim had simply recited
“a signal”.
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Wegner Rule (3)(B) If foreign counterpart applications are to be filed it is
imperative to avoid a “means”-defined element in the basic application
because overseas patent systems do not have a statutory counterpoint to 35
USC § 112(f); priority to the original application is made complex.

The patentee who does carefully use “means” claiming to fit the nuances and
bumps of American patent law may find that he has a claim that is somewhat
narrower than the literal scope of what he would otherwise be entitled to any may
possibly avoid the dangers of the claim being too broad – to either read on subject
matter that is outside the scope of enablement or which read on an embodiment
that either lacks novelty or is obvious. But, even if this goal is achieved, the
patentee is on the horns of an international patent dilemma in terms of foreign
protection. This is because the unilaterally introduced “means” reform of the 1952
Patent Act was done without any thought to foreign protection: No country of the
world outside the United States follows the “means” mantra of the American law.
On the one hand, the patentee can if he chooses file a foreign application
that is means-free and has new claim wording that is adapted to this reality. But, if
he does and if the strict standard for priority under Article 4H of the Paris
Convention is not followed, then the foreign claims may stand naked without
priority – and hence be anticipated by any public disclosure of the invention even a
day before the actual filing date in the foreign country. On the other hand, most
patentees who do use “means” claiming in their American home country app
lication simply file a counterpart without significant editing: Their claims in
foreign countries will thus be too broad and subject to the consequences of such
unintended additional breadth.
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Wegner Rule (4) “Necessary Elements” for Claim 1: Only the minimum
elements necessary to distinguish the prior art should be in the broadest generic
claim. If an additional element is included in the claim but is unnecessary to
practice the invention, there is no infringement under the “all elements” rule.
Wegner Rule (4)(A) Claims with fewer elements provide broader coverage.
Wegner Rule (4)(B) If a claim has multiple elements or steps it is important to
define the steps in terms of actions by a single party as a claim with elements
performed by different independent parties has no direct infringer.

Wegner Rule (4) “Necessary Elements” for Claim 1: Only the minimum
elements necessary to distinguish the prior art should be in the broadest
generic claim. If an additional element is included in the claim but is
unnecessary to practice the invention, there is no infringement under the “all
elements” rule.
The spotlight is now on the “all elements” rule that there is no infringement
of a claim with multiple elements unless each and every element (or equivalent of
each element) is practiced by the accused infringer. Current Supreme Court case
law controversies include revisiting the “all elements” rule, this time in the cloting
of multiple actor internet claims. The previously discussed Pennwalt case was the
first major fractured en banc patent case of the Federal Circuit; it illuminated the
struggle patent lawyers have with drafting claims without unnecessary elements.
Wegner Rule (4)(A) Claims with fewer elements provide broader coverage.
Where an invention involves several elements, the “necessary elements” rule
for broadest coverage is that “claim 1” should be limited only by the elements of
the invention necessary to establish patentability. This is a corollary to the “all
elements” rule of the Pennwalt case that a claim to a plurality of elements is
infringed only if an accused infringer practices each and every element of the
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claimed invention – even if the entire omission of one of the elements leads to
identical and thus equivalent results.
Thus, there is no basis to find infringement where a competitor precisely
copies the “gist” of the invention and the “important” elements if any unimportant
element of the claimed combination (or its equivalent) is eliminated.
The implications of the Pennwalt “all elements” rule may be seen from the
following hypothetical discussion based upon actual claim 1 of the case itself:
“1. An automatic sorting apparatus comprising
“[1] conveyance means for transporting a plurality of items to be sorted along a
track and having individual cups for transporting each said item, said individual
cups being connected in a continuous belt,
“[2] electronic weighing means incorporated into a portion of said track for
generating a signal proportional to the weight of said item to be sorted,
“[3] reference signal means for providing a predetermined number of reference
signals, the value of each signal established according to a predetermined criteria,
“[4] comparison means for comparing the signal generated by said electronic
weighing means to the reference signals provided by said reference signal means,
“[5] clock means for incrementally signalling changes in position of an item to be
sorted,
“[6] first position indicating means responsive to the signal from said clock means
and the signal from said comparison means for generating a signal indicative of the
position of the item to be sorted, and
“[7] discharge means responsive to the signal generated by said position indicating
means for discharging the item to be sorted at a predetermined position.”

If one as an initial draftsman is putting together a case for a fruit sorter as in
Pennwalt, is this claim too broad?
Too narrow?
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The answer depends upon the state of the prior art and the purpose of the
claim. If the only patentable novelty of the invention is found in the combination
of all seven elements, then the claim is as broad as can be drafted. But, if it
appears on drafting the application that a fruit sorter with element [2], alone,
establishes patentable novelty, then the claim is far too narrow as a generic claim.

(Then, the generic claim should cover only the fruit sorter with the
improvement of element [2].) But, if the object is to capture a copyist who is
providing a fruit sorter with all seven elements, then claim 1 is far better than any
broader claim: It will be far easier to defend against an invalidity attack because
the narrower the claim the more difficult it will be to establish either lack of
novelty under 35 USC § 102 or obviousness under 35 USC § 103(a). Assuming
that the element [2], alone, provides patentable novelty for the invention, then in
addition to a claim only reciting that one element and a narrow claim (such as
claim 1 above), there may be different claims of varying scope by providing claims
with differing numbers of required elements.

In the actual en banc decision in the Pennwalt case there was a finding of no
infringement either literally or under the doctrine of equivalents as the accused
infringing device lacked element [6], the "first position indicating means." In a
stinging dissent, Judge Newman claimed that the badly split Pennwalt court failed
to look to the invention as a whole and should have found infringement under the
doctrine of equivalents.
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Wegner Rule (4)(B) If a claim has multiple elements or steps it is important to
define the steps in terms of actions by a single party as a claim with elements
performed by different independent parties has no direct infringer.

Direct infringement under 35 USC § 271(a) occurs only where one party
performs all elements of a claim. This rule is often violated in software inventions
where one party may input data while in a different step a computer may generate
further data so that the first step is performed by the person inputting the data and
the second step is performed under direction of the software operator. The
controversial Limelight decision makes no change in the law of direct infringement
but, instead, creates a unique twist to the law of inducement under 35 USC
§ 271(b).
Consider the factual setting with two elements in a software method claim to
the process of:
(a) transmitting a signal from a remote Terminal to a Central Computer;
and
(b) “crunching” the information at the Central Computer and sending a
signal back to the Remote Terminal.
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.

Here, a first party performs step (a) and step (b) is performed by a second

party. To create a single party direct infringer, note the different wording in
revised step (b): A process which comprises:

(a) transmitting a signal from a remote Terminal to a Central Computer; and
(b) receiving a signal from the Central Computer of information “crunched”
by the Central Computer.

Here, the first party performs both steps (a) and step (b).
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Wegner Rule (5) Subgeneric Coverage for Key Embodiments: A subgeneric
claim (or claims) should cover all realistic embodiments that are likely to be
commercialized; the definition of the boundaries of the subgeneric claim should be
clear. (If “claim 1” were the only generic claim and contains ambiguities, an
attack under Section 112 may be made against that claim; but with a subgeneric
claim free from any ambiguities, the subgeneric claim should block most attacks of
this nature against the patent.
If offensive rights are important, “claim 1” should in the first instance be
drafted to cover novel subject matter up to the limits of embodiments nonobvious
over the closest prior art. The subject matter perceived to have the greatest
commercial importance may well be relatively narrow in scope.
Here, dependent “claim 2” should limit claim 1 to such a relatively narrow
scope. At the time of filing it may be very difficult to appreciate whether claim 2
provides all the protection that is necessary. But, two or so years down the line
when prosecution commences, then it may be possible to compromise on the scope
of protection to rewrite claim 2 in independent form (and cancel claim 1).
If this approach is taken, most likely the issue of an ambiguity in “claim 1”
will be a moot point. Consider, for example, the term “effective amount” in
Watkins et al., Appl. No. 2008-0213281 (2008), found in one of the claims:
“A method of treating cancer comprising administering to an individual an
effective amount of a [specifically defined] butyrylcholinesterase variant[.]”
The specification includes numerical preferences for an “effective amount”:
“For treating cancer, a therapeutically effective amount of a butyrylcholinesterase
variant of the invention can be, for example, between about 0.1 mg/kg to 0.15
mg/kg body weight, for example, between about 0.15 mg/kg to 0.3 mg/kg, between
about 0.3 mg/kg to 0.5 mg/kg or between about 1 mg/kg to 5 mg/kg, depending on
the treatment regimen.”
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If it is discovered even late in prosecution that there is no commercial possibility
for an effective amount outside the range of 0.1 mg/kg to 0.15 mg/kg body weight,
then “claim 2” should be presented as a subgeneric claim:
“Claim 2. “The method of treating cancer of claim 1 wherein said effective amount
is 0.1 g/kg to 0.15 mg/kg body weight.”
With the presence of a specific claim free from any ambiguity as to the
numerical value of an “effective amount”, the issue of any ambiguity in claim 1 is
rendered moot: What patent challenger will seek an invalidity ruling against
claim 1 under 35 USC § 112(b) when a victory as to that claim is entirely
meaningless as to claim 2?
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Wegner Rule (6): Specification Complemnetss to Claim Drafting. The
specification plays a secondary role to the claims, and should be drafted only after
the claim drafting exercise has been completed.
Wegner Rule (6)(A) Detailed arguments for patentability unnecessarily create the
possibility for prosecution disclaimer or at least a narrower interpretation and – if
better prior art is discovered after filing – may well be misleading in view of the
updated state of the art.
Wegner Rule (6): Specification Complements Claim Drafting. The
specification plays a secondary role to the claims, and should be drafted only
after the claim drafting exercise has been completed.
The Summary of the Invention should track the wording of the claims,
verbatim. In addition, definitions of any otherwise ambiguous claim term should
be interspersed in the Summary of the Invention. Ideally, a definition of any
otherwise ambiguous claim term should be include in the Summary of the
Invention in a paragraph immediately following the first usage of that terminology.
Inclusion of definitions in the Summary of the Invention immediately
following the recitation of the claim feature best explains to the reader – including
the Examiner – precisely what each term means.
It is neither necessary nor desirable to define every term in the claims
particularly where a claim limitation has a well known plain meaning in the art and
where that claim limitation is not at the point of novelty over the prior art. The real
problem area for ambiguous terms arises where the claim limitation is at the point
of novelty. Here, extra caution dictates inclusion of a definition for a term that has
any possibility of ambiguity.
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It is already hornbook patent law that for the applicant to assign a definition
to claim terminology different from the plain meaning of the term, the patentee
must “clearly set forth a definition” of that term, preferably in the specification.
Thus, as explained by Circuit Judge Linn, apart from a disavowal of claim scope,
“claim terms should generally be given their ordinary and customary meaning
unless … when a patentee sets out a definition and acts as his own
lexicographer….’” Medtronic Inc. v. Boston Sci. Corp., 695 F.3d 1266, 1275 (Fed.
Cir. 2012)(Linn, J.), rev’d on other grounds, Medtronic, Inc. v. Mirowski Family
Ventures, LLC, 134 S. Ct. 843 (2014)(quoting Thorner v. Sony Computer Entm't
Am. LLC, 669 F.3d 1362, 1365 (Fed. Cir. 2012)). Of course, “[t]o act as its own
lexicographer, a patentee must 'clearly set forth a definition of the disputed claim
term.’” Id. (quoting Thorner, 669 F.3d at 1365, quoting CCS Fitness, Inc. v.
Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002)).

The Abstract of the Disclosure should verbatim track the wording of “claim
1”, adding a verb to make a complete sentence.
The Abstract of the Disclosure is an invention of the U.S. Patent Office from
an era of paper patent searching, long prior to the era of desktop computers. Today,
with whole text searching of patent documents, it is hardly helpful to have extra
verbiage in the Abstract of the Disclosure. More importantly, if there is a creative
Abstract of the Disclosure that in any way differs from the text used to define the
invention in “claim 1”, this creates a possible ambiguity that may render the
claimed invention indefinite under § 112(b).
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Wegner Rule (6)(A) Detailed arguments for patentability unnecessarily create
the possibility for prosecution disclaimer or at least a narrower interpretation
and – if better prior art is discovered after filing – may well be misleading in
view of the updated state of the art.

To anyone who has been an Examiner for some time, it must be a mystery
why so many patent applicants write detailed descriptions of “important” features
of the invention and argue their case for patentability in the specification, when in
reality the examiner picks up the case for the first time with the idea of looking at
the claims and comparing the claims to the prior art.
The patent applicant who drafts this unread argumentation has merely
wasted his client’s time and opened the door in any event to a claim construction
different from the claim wording:

Thus statements made in the specification that are unnecessary for
examination may result in a narrowed scope of protection in an enforcement
proceeding based upon “disavowal” or “disclaimer”. In GE Lighting Solutions,
LLC. v. AgiLight, Inc., __ F.3d __ (Fed. Cir. 2014)(Moore, J.), where this result
was not found, nevertheless the Court provided a clear warning that in an
appropriate case statements in the specification could be used to the disadvantage
of the patentee:

“There are certainly cases where we have found disavowal or disclaimer based
on clear and unmistakable statements by the patentee that limit the claims, such as
‘the present invention includes . . .’ or ‘the present invention is . . . ‘ or ‘all
embodiments of the present invention are . . . .’ See, e.g., Regents of Univ. of Minn.
v. AGA Med. Corp., 717 F.3d 929, 936 (Fed. Cir. 2013); Honeywell Int’l, Inc. v.
ITT Indus., Inc., 452 F.3d 1312, 1316–19 (Fed. Cir. 2006); SciMed Life Sys. Inc. [v.
Advanced Cardiovascular Sys., Inc., 242 F.3d 1337, 1343-44 (Fed. Cir. 2001)].
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We have found disclaimer when the specification indicated that for ‘successful
manufacture’ a particular step was ‘require[d].’ Andersen Corp. v. Fiber
Composites, LLC, 474 F.3d 1361, 1367 (Fed. Cir. 2007). We have found
disclaimer when the specification indicated that the invention operated by ‘pushing
(as opposed to pulling) forces,’ and then characterized the ‘pushing forces’ as ‘an
important feature of the present invention.’ SafeTCare Mfg., Inc. v. Tele-Made,
Inc., 497 F.3d 1262, 1269–70 (Fed. Cir. 2007). We also have found disclaimer
when the patent repeatedly disparaged an embodiment as ‘antiquated,’ having
‘inherent inadequacies,’ and then detailed the ‘deficiencies [that] make it difficult’
to use. Chicago Bd. Options Exch., Inc. v. Int’l Sec. Exch., LLC, 677 F.3d 1361,
1372 (Fed. Cir. 2012).
Likewise, we have used disclaimer to limit a claim element to a feature of the
preferred embodiment when the specification described that feature as a ‘very
important feature . . . in an aspect of the present invention,’ and disparaged
alternatives to that feature. Inpro II Licensing, S.A.R.L. v. T-Mobile USA Inc., 450
F.3d 1350, 1354–55 (Fed. Cir. 2008).” GE Lighting, __ F.3d at __
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Wegner Rule (7) Specification drafting always follows claim drafting: The
specification should be drafted after the claims and should serve to complement the
definition of the invention as set forth in the claims.
Wegner Rule (7)(A) The patentee should provide specific definitions for any
claim terminology where there is any possibility that a naked statement of such
terminology has multiple meanings. The defined term should first be placed in
quotation marks, followed by the definition.

Wegner Rule (7)(B) The disclosure of the invention in the body of the application
should use the identical terminology with the identical meaning as used in the
claims, because any inconsistent usage is liable to lead to an interpretation not
intended by the claim language or indefinites – or both.

Wegner Rule (7)(C) A Broad Claim Provides Minimal Protection against a Third
Party Obtaining Subgeneric Patent Coverage for an Improvement Invention,
whereas disclosure of many species blanketing the scope of a generic disclosure
provides the best protection against a competitor obtaining a subgeneric
improvement patent.
Wegner Rule (7)(D) A Claim Chart should be maintained as part of the applicant’s
confidential file which pinpoints precisely where in the specification there is
support for each term in the claim. The Claim Chart is important to be able to
cooperate with an Examiner who requests clarification, to respond to an Office
Action in a manner consistent with the patent drafter’s intention and to avoid
creating prosecution history inconsistencies that can lead to an indefiniteness
ruling.
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Wegner Rule (7) Specification drafting always follows claim drafting: The
specification should be drafted after the claims and should serve to
complement the definition of the invention as set forth in the claims.
It is paramount that any term that is, in vacuo, ambiguous as to its scope
should be complemented by a definition of the term in the specification as filed.
In the previously cited example of the term “effective amount” in Watkins et al.,
there is a specific definition of the term:
“As used herein, the term ‘effective amount’ is intended to mean an amount of a
butyrylcholinesterase variant of the invention that can reduce the severity of
cancer. Reduction in severity includes, for example, an arrest or a decrease in
symptoms, physiological indicators, biochemical markers or metabolic indicators.
Symptoms of cancer include, for example, weight loss, pain, and organ failure.”
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Wegner Rule (7)(C) A Broad Claim Provides Minimal Protection against a
Third Party Obtaining Subgeneric Patent Coverage for an Improvement
Invention, whereas disclosure of many species blanketing the scope of a
generic disclosure provides the best protection against a competitor obtaining
a subgeneric improvement patent.

Where the applicant has a broad generic invention with few examples to
cover the entire scope of the genus, the absence of representative examples may
mean that a competitor will be able to establish a claim to dominate a large
subgenus, to the extent that there is no example in the senior patent within the
scope of the subgenus. To be sure, it may be difficult for the junior inventor to
obtain a claim to a subgenus to the extent that the claim reads upon species that are
obvious versus species specifically disclosed in the senior generic disclosure.
But, from the standpoint of a defensive right in Europe,, Asia or practically
any country outside the United States, there is no obviousness-defeating effect of
an earlier filed-later granted or published patent application: The scope of the prior
art for determining obviousness in most countries outside the United States
excludes a prior-filed but later-published application.
The best lesson as to why in the United States it is the disclosure and not a
claim that is critical to the patent defeating right is illustrated by In re Kalm, 378
F.2d 959 (CCPA 1967). Thus, for defensive patenting purposes it is the specific
disclosure of an embodiment that bars a junior party from obtaining a claim that
dominates that disclosure. Kalm is perhaps the most extreme example where there
was a generic disclosure in the Siemer prior art patent of the Kalm junior invention,
but Siemer had no specific disclosure matching up with Kalm’s junior invention.
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Despite the narrow scope of Siemer’s genus, it was the absence of examples
matching up with the Kalm improvement invention that denied an anticipation of
the claims to Kalm:
“It is the position of the Patent Office that the presently claimed compounds fall
within the scope of the ‘genus’ disclosed by [the patent to] Siemer. A cursory
inspection of the Siemer reference might lead one to that unwarranted conclusions.
The solicitor asks that we look at the specific exemplary compounds of Siemer in
order to determine the substituents he preferred and to establish the narrow scope
of his generic disclosure. ***The genus constructed with the aid of Siemer's
examples is much narrower than that which is depicted in a shorthand manner by
Siemer's ‘generic’ chemical formula …. Indeed, we think that the ‘genus’ disclosed
by Siemer is sufficiently narrow that it does not encompass compounds within the
scope of appellant's claims. See E. I. duPont de Nemours & Co. v. Ladd, 328 F.2d
547 (D.C. Cir. 1964).”
To be sure, Kalm represents an extreme case. Cf. In re Schaumann, 572 F.2d 312 ,
316 n. 10 (CCPA 1978)(distinguishing Kalm).
Even if there is a relatively generic specific disclosure, the applicant that can
establish nonobvious properties for a specific embodiment is able to obtain a valid
claim to that specific embodiment by showing nonobvious properties versus the
prior art.

A good example to show that an improvement example can almost always
be obtained is the Plavix® patent , Badorc et al, U.S. Pat. No. 4847265 (1989),
where the Federal Circuit sustained a very narrow claim that covered the
commercial product Plavix®:
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Plavix® Patent Claim 3. Hydrogen sulfate of the dextro-rotatory isomer of
methyl alpha-5(4,5,6,7-tetrahydro(3,2-c)thienopyridyl)(2-chlorophenyl)acetate substantially separated from the levo-rotatory isomer.
Badorc et al, U.S. Pat. No. 4847265 (1989), discussed in Sanofi-Synthelabo
v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008).
Wegner Rule (7)(D) A Claim Chart should be maintained as part of the
applicant’s confidential file which pinpoints precisely where in the
specification there is support for each term in the claim. The Claim Chart is
important to be able to cooperate with an Examiner who requests
clarification, to respond to an Office Action in a manner consistent with the
patent drafter’s intention and to avoid creating prosecution history
inconsistencies that can lead to an indefiniteness ruling.

Too often there are contradictory statements in the prosecution history
versus the specification as filed. An unnecessary ambiguity is built into the
prosecution history for the interpretation of the claim language.
A claim chart should be prepared at the time of drafting the claims which points to
support in the specification for the terms of the claims so that a later attorney
prosecuting the case can decipher why certain language was chosen – and present
an argument consistent with the prosecution history.
When the first action is issued or about to be issued and there is a phone
conversation with an Examiner, it is difficult for an attorney years after drafting an
application to recall why claim language was chosen or where in the specification
there is support for such language – or both. Where the case is picked up for
action by a new attorney then, of course, recall is impossible.
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Wegner Rule (8) “Duty of disclosure” useful to provide helpful information.
Citation of prior art should always be provided but in a way that provides the
Examiner with information useful for his first action search and examination.
Wegner Rule (8)(A) The duty of disclosure is best met by providing an Inormation
Disclosure Statement which identifies the one – or two or three – closest prior art
references. The duty is best met where the fewest number of references are cited,
provided this includes the best known prior art reference.
Wegner Rule (8)(B) The duty of disclosure requires identification of the best prior
art but not characterization of that prior art; in particular, there is no duty to argue
patentability before the Examiner’s first action.
Wegner Rule (8) “Duty of disclosure”useful to provide helpful information.
Citation of prior art should always be provided but in a way that provides the
Examiner with information useful for his first action search and examination.

As long as there is only a small amount of prior art cited, it is unnecessary to
specifically identify the closest prior art as long as there is a meaningful citation of
that prior art. Thus, if there are, say, four or five prior art references that each is a
candidate for being the closest prior art, it is sufficient if all four or five prior art
references are cited to the Examiner in the IDS.
(To be sure, if any of the references is extremely long and only one small
part of the reference has been considered as desirable for citation, then the specific
pages of the reference that should be considered by the examiner should be
identified in the IDS.)
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Wegner Rule (8)(B) The duty of disclosure requires identification of the best
prior art but not characterization of that prior art; in particular, there is no
duty to argue patentability before the Examiner’s first action.

Absent the possibility of highly unusual situations, the default for an initial
filing should be to cite and identify prior art but never to characterize the prior art.
The simple solution is to file an Information Disclosure Statement in parallel with
the patent application which is silent as to the closest prior art.
To the extent that there is a Background of the Invention section – which is
not required by statute – the applicant can be a dual loser. First of all, a statement
of the prior art and why the claims are patentable over the prior art is out of touch
with the normal order of things: In the first instance it is up to the Examiner to
determine the closest prior art and make the first move to reject the claims.
Secondly, it is entirely possible that if the applicant makes an argument for
patentability based upon his citation of the prior art, this may lead to a narrowed
interpretation of the scope of protection or may create an ambiguity as to the scope
of protection when all parts of the prosecution history is concerned – or both.
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Wegner Rule (9) Continuing Application for Offensive Protection: For any
invention where offensive protection is necessary it is useful prior to the grant of a
patent to file a continuing application that should be kept pending to provide an
alternative to reissue or a post-grant proceeding to make corrections, cite additional
prior art or revise or add claims.
Wegner Rule (9)(A) A continuing application may be a good vehicle to obtain
revised claims where the original claims were presented as an amendment to meet
an Examiner’s suggestion where that suggestion deprives the applicant of optimum
protection.
Wegner Rule (9)(B) Presenting new claims in a continuing application is better
than doing the same thing in a post-grant proceeding because only through the
continuing application mechanism does one avoid statutory “intervening rights”.
Wegner Rule (9)(C) Keeping the door open to a late stage continuation is an
optimum way to cite prior art that is discovered only late in procurement which
permits avoidance of a cumbersome reissue or post-grant procedure and in a
manner that does not create “intervening rights”.

Wegner Rule (9) Continuing Application for Offensive Protection: For any
invention where offensive protection is necessary it is useful prior to the grant
of a patent to file a continuing application that should be kept pending to
provide an alternative to reissue or a post-grant proceeding to make
corrections, cite additional prior art or revise or add claims.

For any critical invention where offensive protection is necessary it is
important that basis be provided for a continuation or divisional application to
maintain the possibility for amended claims after the grant of the initial patent. To
best facilitate the cleanest possibility for such a continuation or divisional
application, a claim may be presented in the original application to a different
“invention” under 35 USC § 121.
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For example, where the claim strategy focuses upon product claims, a claim
to the method of use of that product can be included for purposes of a restriction
under 35 USC § 121. If there is such a restriction requirement then a divisional
application can be filed shortly before termination of proceedings on the product
claims in the original application. The divisional application will be free from
double patenting issues under 35 USC § 121 to the extent that the claimed
invention in the divisional has consonance with the nonelected invention.
Several uses of the divisional filing are apparent:
Wegner Rule (9)(A) A continuing application may be a good vehicle to obtain
revised claims where the original claims were presented as an amendment to
meet an Examiner’s suggestion where that suggestion deprives the applicant
of optimum protection.

It is not uncommon for an Examiner to suggest claim language that should be
introduced to create amended claims. If the language is accepted, the claims are
allowed; if not, the applicant may have to appeal. The applicant is often on the
horns of a dilemma in such a case: Do I get the patent now, with 100 % certainty
of a patent grant, or do I refuse to accept the Examiner’s suggestion which could
lead to protracted prosecution and even the possibility that no claim will be
granted.
Here, the applicant can accept the Examiner’s suggestion, obtain his patent
with the Examiner-suggested claims and add further claims in a divisional (or a
further continuation stemming from that divisional).
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Wegner Rule (9)(B) Presenting new claims in a continuing application is
better than doing the same thing in a post-grant proceeding because only
through the continuing application mechanism does one avoid statutory
“intervening rights”.

The post-grant patent challenges possible under the Leahy Smith America
Invents Act create strategic challenges for a patentee seeking to maintain the
validity of its claims in one of the new proceedings.
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First of all, there is no right to amend claims at all in the new proceedings.
Secondly, and more important perhaps, is the fact that if the scope of
amended claims in such a proceeding are changed from the scope of the patented
claims, then there are “intervening rights” in favor of the patent challenger (to the
extent that he has commercialized the invention before the termination of the postgrant proceedings).
But, if there is a divisional application still pending, the same amended
claims can be added in that case or – if procedurally too late in prosecution – a
further continuation can be filed dated back to the original filing: No intervening
rights apply to claims granted through this procedure.
No matter what the outcome may be in Nautilus and Limelight, the Ten
Rules in this paper will provide simpler and easier ways to draft a patent
application, minimizing the problems addressed through the fact patterns of the
two cases.
Wegner Rule (9)(C) Keeping the door open to a late stage continuation is an
optimum way to cite prior art that is discovered only late in procurement
which permits avoidance of a cumbersome reissue or post-grant procedure
and in a manner that does not create “intervening rights”.

In the high tech world of internet publications where the amount of
published prior art proliferates on a seemingly geometrical scale, there is always
the possibility of uncovering pertinent prior art at a late stage. A continuation
application is a simple vehicle to provide a right to cite the late stage prior art, all
without the procedural and cumbersome challenges of a reissue or a post-grant
proceeding and – above all – in a manner where “intervening rights” are not
provided by statute.
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Wegner Rule (10) PTO Guidelines often are against applicant’s interests. The
MPEP is an Examiner-Focused Guidance that apart from explaining Office polices
is not designed to teach applicants how to obtain meaningful coverage.
Wegner Rule (10)(A) The Summary of the Invention” is a nonstatutory section of
the application that should be used to provide a verbatim definition of the invention
as in the claims but also including definitions for any term needing more precision
than the wording itself.
Wegner Rule (10)(B) the “Background of the Invention” is an entirely
nonstatutory section of the application which in many instances should be
altogether avoided.
Wegner Rule (10)(C) The Manual is an often internally inconsistent document
with irreconcilable teachings that thus often provides advice that cannot be
followed.
Wegner Rule (10)(D) Many sophisticated attorneys use the Manual as a guide to
Office practices but do not follow the guidance of the Manual on how to draft a
patent application.
Wegner Rule (10)(E) A Claim Terms Glossary is Undesirable: Providing
definitions of otherwise ambiguous terminology should be included in the
Summary of the Invention.
Wegner Rule (10) PTO Guidelines often are against applicant’s interests. The
MPEP is an Examiner-Focused Guidance that apart from explaining Office
polices is not designed to teach applicants how to obtain meaningful coverage.
The statutorily unnecessary bells and whistles of the Manual of Patent
Examining Procedure are costly in terms of the greatly increased time it takes to
draft the patent application both which adds greater costs and delays filing, an
untenable proposition in an era of first-to-file, but, just as important, creates
technical traps in terms of claim interpretation and arguments for unpatentability or
invalidity based upon KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398 (2007).
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The focus should be on drafting for optimal scope and claims that will be
sustained in court. The focus should not be on drafting guidance and non-statutory
standards in the Manual of Patent Examining Procedure – written principally by
career examiners who have had no experience in offensive patent drafting for
infringement an validity purposes. (A different order may be used for purely
defensive protection.)
Proper drafting to achieve the broadest scope for infringement while
sustaining the patent against validity challenges often is antithetical to the guidance
given in the Manual of Patent Examining Procedure. One need only look as the
title of this work: It is a manual for patent examiners showing how to examine a
patent application. It is not at all designed to teach how to draft a patent
application for broad and valid patent coverage.
The current Manual of Patent Examining Procedure is just the latest of
many revisions going back to the initial 1949 first edition. Over the decades, most
if not all of the Manual of Patent Examining Procedure revisions were created by
career patent examiners who for the most part had never drafted a single claim for
a patent applicant, but had as their sole concern examining claims to see whether
they pass statutory muster.
To the extent that there is a practice in the Manual of Patent Examining
Procedure that is not required by the statute or the Rules of Practice in Patent
Cases, then the careful patent applicant will take a statutory course of action for the
best coverage for the applicant.
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Wegner Rule (10)(A) The Summary of the Invention” is a nonstatutory section
of the application that should be used to provide a verbatim definition of the
invention as in the claims but also including definitions for any term needing
more precision than the wording itself.
The proper drafting of a Summary… is a formal matter that should never
deviate from the definition in the claims. The Manual says otherwise:

Manual of Patent Examining Procedure:
BRIEF SUMMARY OF THE INVENTION: ***A brief summary or
general statement of the invention as set forth in 37 CFR 1.73. The summary is
separate and distinct from the abstract and is directed toward the invention
rather than the disclosure as a whole. The summary may point out the
advantages of the invention or how it solves problems previously existent in
the prior art (and preferably indicated in the Background of the Invention). In
chemical cases it should point out in general terms the utility of the invention.
If possible, the nature and gist of the invention or the inventive concept
should be set forth. Objects of the invention should be treated briefly and only
to the extent that they contribute to an understanding of the invention.” MPEP
§ 608.01(a), Arrangement of Application [R-5](8th ed., July 2010)(emphasis
added).

True, the Summary should be “directed toward the invention”. If this means
the claimed invention, and that the identical wording should be used in both the
claims and the specification, then that is a correct statement of practice.
But, other aspects of the Manual represent a counterproductive effort. The
Manual identifies as elements for the Summary… any “advantages of the
invention”, how the invention “solves problems…”, “the nature and gist of the
invention”, “inventive concept” and “objects of the invention”: None of these is a
statutory requirement.
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Including these elements wastes time and thus delays the filing while at the
same time opening up avenues of attack against the patent that will be granted.
Including a “gist” of the invention in the specification has no statutory value
and only leads to obfuscation. Reference to the “gist” of the invention is an
anachronism of no value: “[T]here is no legally recognizable or protected
‘essential’ element, ‘gist’ or ‘heart’ of the invention in a combination patent.”VasCath Inc. v. Mahurkar, 935 F.2d 1555, 1565 (Fed. Cir. 1991)(Rich, J.)(quoting Aro
Mfg. Co. v. Convertible Top Replacement Co., 365 U.S. 336, 345 (1961).
To be sure, there is dicta in some cases suggesting otherwise:
“We are aware of dicta that state consideration of the ‘essence’, ‘gist’, or ‘heart’ of
the invention may be helpful in determining infringement under the doctrine of
equivalents. Loctite Corp. v. Ultraseal Ltd., 781 F.2d 861 (Fed.Cir.1985); Atlas
Powder Co. v. E.I. Du Pont De Nemours & Co., 750 F.2d 1569, 1582
(Fed.Cir.1984) (both citing Medtronic, Inc. v. Cardiac Pacemakers, Inc., 721 F.2d
1563, 1567 (Fed.Cir.1983). That dicta may not be read as implying that specific
claim limitations can be ignored as insignificant or immaterial in determining
infringement.”
Perkin-Elmer Corp. v. Westinghouse Elec. Corp., 822 F.2d 1528, 1533 n.8 (Fed.
Cir. 1987)(Markey, C.J.).
While the instructions on how to draft a specification make it clear that one
should include the “gist” of the invention, much later in the Manual there is the
conflicting statement that “[d]istilling an invention down to the ‘gist’ or ‘thrust’ of
an invention disregards the requirement of analyzing the subject matter ‘as a
whole’” MPEP § 2141.02, Differences Between Prior Art and Claimed Invention
[Rev. 8 (July 2010)], citing W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d
1540 (Fed. Cir. 1983), cert. denied, 469 U.S. 851 (1984).
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Wegner Rule (10)(B) the “Background of the Invention” is an entirely
nonstatutory section of the application which in many instances should be
altogether avoided.

The Manual states that the Background of the Invention should include “[a]
description of the related art known to the applicant and [ ], if applicable,
references to specific related art and problems involved in the prior art which are
solved by the applicant's invention. …” Manual of Patent Examining Procedure,
§ 608.01(a) Arrangement of Application (Eighth ed., rev. 8, July 2010 [R-5]).
But, beyond the additional time and expense needed to craft such a
Background of the Invention, it is also very dangerous to make “references to
specific related art and problems involved in the prior art which are solved by the
applicant's invention.”
Thus, under KSR it can be imagined that the identification of the problem
may lead to a conclusion of obviousness:
For example, identifying a problem as part of the prior art may let the
worker skilled in the art put the pieces of the prior art “puzzle” together:
“Common sense teaches… that familiar items may have obvious uses beyond their
primary purposes, and in many cases a person of ordinary skill will be able to fit
the teachings of multiple patents together like pieces of a puzzle. … The idea that a
designer hoping to make an adjustable electronic pedal [as in KSR] would ignore
Asano because Asano was designed to solve [a different] problem makes little
sense. A person of ordinary skill is also a person of ordinary creativity, not an
automaton.” KSR, 550 U.S. at 420-21 (emphasis added).
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Furthermore, the Examiner does not have to show that the applicant’s
unique problem that he may identify in the specification was known in the prior
art: Any problem in the art that can be identified that is solved by the invention
provides motivation for the obviousness inquiry:
“The question is not whether the combination was obvious to the patentee but
whether the combination was obvious to a person with ordinary skill in the art. …
[A]ny need or problem known in the field of endeavor at the time of invention and
addressed by the patent can provide a reason for combining the elements in the
manner claimed.”
KSR, 550 U.S. at 420 (emphasis added).
If the applicant discusses the invention in terms of solving a problem in the
art, perhaps the following reasoning may be used to attack the patent:
“When there is a design need or market pressure to solve a problem and there are a
finite number of identified, predictable solutions, a person of ordinary skill has
good reason to pursue the known options within his or her technical grasp. …[I]t is
likely the product not of innovation but of ordinary skill and common sense. In that
instance the fact that a combination was obvious to try might show that it was
obvious under § 103.”
KSR, 550 U.S. at 420-21.
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Wegner Rule (10)(C) The Manual is an often internally inconsistent
document with irreconcilable teachings that thus often provides advice that
cannot be followed.

Even if it were desired to carefully follow the instructions of the Manual it
would be impossible to do so because of the internal inconsistency of the Manual.
The “gist of the invention” manifests the internal inconsistency of the
Manual. In MPEP § 608.01(a), Arrangement of Application, the “Brief Summary
of the Invention” (quoted more fully at in § III-A), “[t]he summary may point out
…how [the invention] solves problems previously existent in the prior art (and
preferably indicated in the Background of the Invention)” and explain “the nature
and gist of the invention or the inventive concept [which] should be set forth.” It
also explains that “Objects of the invention should be treated briefly and only to the
extent that they contribute to an understanding of the invention.”

In the discussion of the Abstract for a PCT Application, MPEP § 1826, The
Abstract, there is a section entitled Summary of Abstract Requirements, that states
that the Abstract
“Should contain:
(A) Indication of field of invention.
(B) Clear indication of the technical problem.
(C) Gist of invention's solution of the problem. …”
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Yet, in another portion of the Manual obviously written by a completely different
team, inconsistent (but correct) advice is given in MPEP § 2141.02, Differences
Between Prior Art and Claimed Invention, at § II, Distilling the Invention down to
a “Gist” or “Thrust” of an Invention Disregards “As a Whole” Requirement:

“Distilling an invention down to the ‘gist’ or ‘thrust’ of an invention disregards the
requirement of analyzing the subject matter ‘as a whole.’ W.L. Gore & Associates,
Inc. v. Garlock, Inc., 721 F.2d 1540 (Fed. Cir. 1983), cert. denied, 469 U.S. 851
(1984) (restricting consideration of the claims to a 10 % per second rate of
stretching of unsintered PTFE and disregarding other limitations resulted in
treating claims as though they read differently than allowed)….”
Wegner Rule (10)(D) Many sophisticated attorneys use the Manual as a guide
to Office practices but do not follow the guidance of the Manual on how to
draft a patent application.

Defenders of the Manual of Patent Examining Procedure who suggest that
most applicants follow this document in drafting their patent applications are out of
touch with reality. If the Manual of Patent Examining Procedure were in fact
carefully followed in patent drafting, every patent would include an “object” of the
invention, a “gist” of the invention.
In fact, if one takes a representative sample of patents from domestic
organizations, one finds that fewer than twenty percent set forth an “object” of the
invention and only 0.25 % express a “gist” of the invention, both features that the
Manual of Patent Examining Procedure mandates should be included in a properly
drafted patent.
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(Comparative statistics are provided for Japanese origin cases where there is
a 57 % usage of an “object” of the invention, which is explained by a home
country requirement for an “object” in patent drafting in Japan.)

MPEP Drafting “Requirements”:
American and Japanese Usage*
Manual Mandated Provision

United States

Object of the Invention b
Gist of the Invention c
Background of the Invention d
Background…including “problems” e
“Means” Claim (at least one per patent)f

19
0.25
57
6
13

%
%
%
%
%

Japan
57
2.8
54
2
7.1

%
%
%
%
%

This survey is limited to the “important” cases ; this is arbitrarily based upon a survey of patents
which contain at least one priority claim to either a domestic provisional application or a Japanese
“home country” application (2011).
Methodology: Denominator (base search): A search was conducted on Lexis for utility and design
patents for one week (November 29, 2011). The base for the search was for patents for American
owned patents was [ASSIGNEEATISSUE("united states") and "provisional application" and
date(November 29, 2011)] while for Japanese owned patents the base was
[ASSIGNEEATISSUE(japan) and PRIORITY-COUNTRY(japan) and date(November 29, 2011)]
b Numerator: Object search added to base search [object! w/4 invention]
c Numerator: Gist search added to base search [gist w/4 invention]
d “Numerator: Background” search added to base [background w/4 invention]
e “Numerator: Id. with “problems; added to base [background w/4 invention w/100 problems]
f “Numerator: Means” search added [CLAIMS(means)]
a
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MPEP Drafting “Requirements”:
Top Ten Domestic Patentee Usagea
b

Rank
1
2
3
4
5
6
7
8
9
10

Low Usage Medium Usage Very High Usage
Organization
Back- “Gist” Object Means
ground
Claimb
0
16
10
International Business Machines
47
16
0
2
16
Microsoft
26
6
6
Intel
6
22
0
6
15
Hewlett-Packard
0
3
7
General Electric
82
0
20
7
Oracle
37
0
9
Cisco
42
39
0
6
12
Honeywell International
48
6
0
2
4
Xerox
c
0
6
9
AT&T
40

The Top 10 companies are based upon the Intellectual Property Owners Top 300 list for 2010, extracting domestic companies from
that list. Patents were searched for weeks working backward from January 19, 2012, for one week (ranks 1-2), three weeks (ranks 4-5)
and six weeks (ranks 6-10). Searches were conducted on the Lexis database for utility patents.
b A patent was counted as having a “means” claim where at least one claim included “means”.
c The search was conducted for [assignee ("AT&T Intellectual Property")]
HCW January 19, 2011.
a

Wegner Rule (10)(E) A Claim Terms Glossary is Undesirable: Providing
definitions of otherwise ambiguous terminology should be included in the
Summary of the Invention.

As noted in the discussion of Wegner Rule (6), Specification Complements
Claim Drafting, the Summary of the Invention should track the wording of the
claims, verbatim. Here, definitions of any otherwise ambiguous claim term should
be interspersed in the Summary of the Invention. Ideally, a definition of any
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otherwise ambiguous claim term should be include in the Summary of the
Invention in a paragraph immediately following the first usage of that terminology.
The Patent Office has recently created a stir through its push for a “glossary”
of claim terminology. Particularly where a claim limitation is not at the point of
novelty necessary to distinguish over the prior art, an applicant should very
carefully reflect on whether a “glossary” is needed. ///////
Surprisingly, the proposal for a “glossary” overlooks the better guidance of
the Manual of Patent Examining Procedure.

The Manual emphasizes the need

for specification definitions of claim terminology, and that optimum patent
draftsmanship means that the specification serve as a “glossary” for claim
terminology. MPEP § 2111.01, Plain Meaning. The, “the best source for
determining the meaning of a claim term is the specification – the greatest clarity is
obtained when the specification serves as a glossary for the claim terms.” Id.
This statement is repeated, MPEP § 2173.01, Interpreting the Claims.
Immediately after repeating this statement from Section 2111.01, the Manual
continues:
The presumption that a term is given its ordinary and customary meaning may be
rebutted by the applicant by clearly setting forth a different definition of the term
in the specification. In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997) (the
USPTO looks to the ordinary use of the claim terms taking into account definitions
or other "enlightenment" contained in the written description)[.]…
When the specification sets a clear path to the claim language, the scope of the
claims is more easily determined and the public notice function of the claims is
best served.”
Id. (referencing MPEP § 2111.01 “for a full discussion of the plain meaning of
claim language.”)

62

Wegner, Top Ten Patent Drafting Rules
Complementing the need for definitions to define otherwise unclear
terminology, the Patent Office provides a form paragraph for Examiners to use to
reject claims lacking an adequate definition: “ Where applicant acts as his or her
own lexicographer to specifically define a term of a claim contrary to its ordinary
meaning, the written description must clearly redefine the claim term and set forth
the uncommon definition so as to put one reasonably skilled in the art on notice
that the applicant intended to so redefine that claim term.” MPEP § 706 Rejection
of Claims, quoting Examiner Form Paragraph, ¶ 7.34.02 Terminology Used
Inconsistent with Accepted Meaning (quoted, MPEP § 706 Rejection of
Claims)(citing Process Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357
(Fed. Cir. 1999))

63

Wegner, Top Ten Patent Drafting Rules
APPENDIX: THE NAUTILUS AND LIMELIGHT DECISIONS
Nautilus v. Biosig
Nautilus, Inc. v. Biosig Instruments, Inc., __ U.S. __ (2014)(Ginsburg, J.), Biosig
Instruments, Inc. v. Nautilus, Inc., 715 F.3d 891 (Fed. Cir. 2013)(Wallach, J.),
GINSBURG, Associate Justice.
The Patent Act requires that a patent specification “conclude with one or more
claims particularly pointing out and distinctly claiming the subject matter which
the applicant regards as [the] invention.” 35 U. S. C. §112, ¶2 (2006 ed.)
(emphasis added). * * * According to the Federal Circuit, a patent claim passes the
§112, ¶2 threshold so long as the claim is “amenable to construction,” and the
claim, as construed, is not “insolubly ambiguous.” 715 F. 3d 891, 898-99 (2013).
We conclude that the Federal Circuit’s formulation, which tolerates some
ambiguous claims but not others, does not satisfy the statute’s definiteness
requirement. In place of the “insolubly ambiguous” standard, we hold that a patent
is invalid for indefiniteness if its claims, read in light of the specification
delineating the patent, and the prosecution history, fail to inform, with reasonable
certainty, those skilled in the art about the scope of the invention. * * *
***
The Federal Circuit [majority opinion said that a] claim is indefinite… “only when
it is ‘not amenable to construction’ or ‘insolubly ambiguous.’” 715 F. 3d 891, 898
(2013) (quoting Datamize, LLC v. Plumtree Software, Inc., 417 F. 3d 1342, 1347
(CA Fed. 2005)). Under that standard, the majority determined, the ’753 patent
survived indefiniteness review. Considering first the “intrinsic evidence”—i.e., the
claim language, the specification, and the prosecution history—the majority
discerned “certain inherent parameters of the claimed apparatus, which to a skilled
artisan may be sufficient to understand the metes and bounds of ‘spaced
relationship.’” 715 F. 3d, at 899.
***
64

Wegner, Top Ten Patent Drafting Rules
Appendix: The Nautilus and Limelight Decisions
III
A
[T]he parties … are in accord on several aspects of the §112, ¶2 inquiry. First,
definiteness is to be evaluated from the perspective of someone skilled in the
relevant art. See, e.g., General Elec. Co. v. Wabash Appliance Corp., 304 U. S.
364, 371 (1938). See also §112, ¶1 (patent’s specification “shall contain a written
description of the invention, and of the manner and process of making and using it,
in such full, clear, concise, and exact terms as to enable any person skilled in the
art to which it pertains, or with which it is most nearly connected, to make and use
the same” (emphasis added)). Second, in assessing definiteness, claims are to be
read in light of the patent’s specification and prosecution history. See, e.g., United
States v. Adams, 383 U. S. 39, 48-49 (1966) (specification); Festo Corp. v.
Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U. S. 722, 741 (2002) (prosecution
history). Third, “[d]efiniteness is measured from the viewpoint of a person skilled
in [the] art at the time the patent was filed.” Brief for Respondent 55 (emphasis
added). See generally E. Manzo, Patent Claim Construction in the Federal Circuit
§0.2, p. 9 (2014) (“Patent claims . . . should be construed from an objective
perspective of a [skilled artisan], based on what the applicant actually claimed,
disclosed, and stated during the application process.”).
The parties differ, however, in their articulations of just how much imprecision
§112, ¶2 tolerates. In [the patent challenger’s] view, a patent is invalid when a
claim is “ambiguous, such that readers could reasonably interpret the claim’s scope
differently.” Brief for Petitioner 37. [The patentee] and the Solicitor General
would require only that the patent provide reasonable notice of the scope of the
claimed invention. See Brief for Respondent 18; Brief for United States as Amicus
Curiae 9-10.
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Appendix: The Nautilus and Limelight Decisions
Section 112, we have said, entails a “delicate balance.” Festo [Corp. v. Shoketsu
Kinzoku Kogyo Kabushiki Co., 535 U. S. 722, 731 (2002)]. On the one hand, the
definiteness requirement must take into account the inherent limitations of
language. See ibid. Some modicum of uncertainty, the Court has recognized, is the
“price of ensuring the appropriate incentives for innovation.” Id., at 732. One must
bear in mind, moreover, that patents are “not addressed to lawyers, or even to the
public generally,” but rather to those skilled in the relevant art. Carnegie Steel Co.
v. Cambria Iron Co., 185 U. S. 403, 437 (1902) (also stating that “any description
which is sufficient to apprise [steel manufacturers] in the language of the art of the
definite feature of the invention, and to serve as a warning to others of what the
patent claims as a monopoly, is sufficiently definite to sustain the patent”). FN5
[FN5 See also Eibel Process Co. v. Minnesota & Ontario Paper Co., 261 U. S. 45,
58, 65-66 (1923) (upholding as definite a patent for an improvement to a papermaking machine, which provided that a wire be placed at a “high” or “substantial
elevation,” where “readers . . . skilled in the art of paper making and versed in the
use of the . . . machine” would have “no difficulty . . . in determining . . . the
substantial [elevation] needed” for the machine to operate as specified).]
At the same time, a patent must be precise enough to afford clear notice of what is
claimed, thereby “‘appris[ing] the public of what is still open to them.’” Markman,
517 U. S., at 373 (quoting McClain v. Ortmayer, 141 U. S. 419, 424 (1891)). FN6
[FN6 See also United Carbon Co. v. Binney & Smith Co., 317 U. S. 228, 236
(1942) (“The statutory requirement of particularity and distinctness in claims is
met only when they clearly distinguish what is claimed from what went before in
the art and clearly circumscribe what is foreclosed from future enterprise.”);
General Elec. Co. v. Wabash Appliance Corp., 304 U. S. 364, 369 (1938) (“The
limits of a patent must be known for the protection of the patentee, the
encouragement of the inventive genius of others and the assurance that the subject
of the patent will be dedicated ultimately to the public.”).]
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Otherwise there would be “[a] zone of uncertainty which enterprise and
experimentation may enter only at the risk of infringement claims.” United Carbon
Co. v. Binney & Smith Co., 317 U. S. 228, 236 (1942). And absent a meaningful
definiteness check, we are told, patent applicants face powerful incentives to inject
ambiguity into their claims. See Brief for Petitioner 30-32 (citing patent treatises
and drafting guides). See also Federal Trade Commission, The Evolving IP
Marketplace: Aligning Patent Notice and Remedies With Competition 85 (2011)
(quoting testimony that patent system fosters “an incentive to be as vague and
ambiguous as you can with your claims” and “defer clarity at all costs”).
Eliminating that temptation is in order, and “the patent drafter is in the best
position to resolve the ambiguity in . . . patent claims.” Halliburton Energy Servs.,
Inc. v. M-I LLC, 514 F. 3d 1244, 1255 (CA Fed. 2008). See also Hormone
Research Foundation, Inc. v. Genentech, Inc., 904 F. 2d 1558, 1563 (CA Fed.
1990) (“It is a well-established axiom in patent law that a patentee is free to be his
or her own lexicographer . . . .”).
To determine the proper office of the definiteness command, therefore, we must
reconcile concerns that tug in opposite directions. Cognizant of the competing
concerns, we read §112, ¶2 to require that a patent’s claims, viewed in light of the
specification and prosecution history, inform those skilled in the art about the
scope of the invention with reasonable certainty. The definiteness requirement, so
understood, mandates clarity, while recognizing that absolute precision is
unattainable. The standard we adopt accords with opinions of this Court stating
that “the certainty which the law requires in patents is not greater than is
reasonable, having regard to their subject-matter.” Minerals Separation, Ltd. v.
Hyde, 242 U. S. 261, 270 (1916). See also United Carbon, 317 U. S., at 236
(“claims must be reasonably clear-cut”); Markman, 517 U. S., at 389 (claim
construction calls for “the necessarily sophisticated analysis of the whole
document,” and may turn on evaluations of expert testimony).
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B
In resolving Nautilus’ definiteness challenge, the Federal Circuit asked whether the
’753 patent’s claims were “amenable to construction” or “insolubly ambiguous.”
Those formulations can breed lower court confusion, FN8 for they lack the precision
§112, ¶2 demands. [FN8 See, e.g., Every Penny Counts, Inc. v. Wells Fargo Bank,
N. A., ___ F. Supp. 2d ___, ___, 2014 WL 869092, *4 (MD Fla., Mar. 5, 2014)
(finding that “the account,” as used in claim, “lacks definiteness,” because it might
mean several different things and “no informed and confident choice is available
among the contending definitions,” but that “the extent of the indefiniteness . . .
falls far short of the ‘insoluble ambiguity’ required to invalidate the claim”).]
It cannot be sufficient that a court can ascribe some meaning to a patent’s claims;
the definiteness inquiry trains on the understanding of a skilled artisan at the time
of the patent application, not that of a court viewing matters post hoc. To tolerate
imprecision just short of that rendering a claim “insolubly ambiguous” would
diminish the definiteness requirement’s public-notice function and foster the
innovation-discouraging “zone of uncertainty,” United Carbon [Co. v. Binney &
Smith Co., 317 U. S. 228, 236 (1942)]], against which this Court has warned.
* * * [A]lthough this Court does not “micromanag[e] the Federal Circuit’s
particular word choice” in applying patent-law doctrines, we must ensure that the
Federal Circuit’s test is at least “probative of the essential inquiry.” WarnerJenkinson Co. v. Hilton Davis Chemical Co., 520 U. S. 17, 40 (1997). Falling short
in that regard, the expressions “insolubly ambiguous” and “amenable to
construction” permeate the Federal Circuit’s recent decisions concerning §112,
¶2’s requirement. FN9 [FN9. E.g., Hearing Components, Inc. v. Shure Inc., 600 F.
3d 1357, 1366 (CA Fed. 2010) (“the definiteness of claim terms depends on
whether those terms can be given any reasonable meaning”);
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Datamize, LLC v. Plumtree Software, Inc., 417 F. 3d 1342, 1347 (CA Fed. 2005)
(“Only claims ‘not amenable to construction’ or ‘insolubly ambiguous’ are
indefinite.”); Exxon Research & Engineering Co. v. United States, 265 F. 3d 1371,
1375 (CA Fed. 2001) (“If a claim is insolubly ambiguous, and no narrowing
construction can properly be adopted, we have held the claim indefinite.”). See
also Dept. of Commerce, Manual of Patent Examining Procedure §2173.02(I), p.
294 (9th ed. 2014) (PTO manual describing Federal Circuit’s test as upholding a
claim’s validity “if some meaning can be gleaned from the language”).] We agree
with Nautilus and its amici that such terminology can leave courts and the patent
bar at sea without a reliable compass. FN10 [FN10. The Federal Circuit suggests
that a permissive definiteness standard “‘accord[s] respect to the statutory
presumption of patent validity.’” 715 F. 3d 891, 902 (2013) (quoting Exxon
Research, 265 F. 3d, at 1375). See also §282, ¶1 (“[a] patent shall be presumed
valid,” and “[t]he burden of establishing invalidity of a patent or any claim
thereof shall rest on the party asserting such invalidity”); Microsoft Corp. v. i4i
Ltd. Partnership, 564 U. S. ___, ___ (2011) (slip op., at 1) (invalidity defenses
must be proved by “clear and convincing evidence”). As the parties appear to
agree, however, this presumption of validity does not alter the degree of clarity that
§112, ¶2 demands from patent applicants; to the contrary, it incorporates that
definiteness requirement by reference. See §282, ¶2(3) (defenses to infringement
actions include “[i]nvalidity of the patent or any claim in suit for failure to comply
with . . . any requirement of [§112]”).]
***
[T]he Federal Circuit invoked a standard more amorphous than the statutory
definiteness requirement allows. We therefore follow our ordinary practice of
remanding so that the [Federal Circuit] can reconsider, under the proper standard,
whether the relevant claims in the ’753 patent are sufficiently definite. [citations
omitted]
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Limelight v. Akamai
Limelight Networks, Inc. v. Akamai Techs., Inc., __U.S. __ (2014)(Alito, J.),
opinion below, Akamai Techs., Inc. v. Limelight Networks, Inc., 692 F.3d 1301
(Fed. Cir. 2012)(en banc)(per curiam)
ALITO, Associate Justice.
***
This case presents the question whether a defendant may be liable for inducing
infringement of a patent under 35 U. S. C. §271(b) when no one has directly
infringed the patent under §271(a) …. The statutory text and structure and our
prior case law require that we answer this question in the negative. We accordingly
reverse the Federal Circuit, which reached the opposite conclusion.
***
II
A
[L]iability for inducement [under 35 USC § 271(b)] must be predicated on direct
infringement. This is for good reason, as our case law leaves no doubt that
inducement liability may arise “if, but only if, [there is] . . . direct infringement.”
Aro Mfg. Co. v. Convertible Top Replacement Co., 365 U. S 336, 341
(1961)(emphasis deleted).[footnote deleted]
One might think that this simple truth is enough to dispose of this appeal. But the
Federal Circuit reasoned that a defendant can be liable for inducing infringement
under §271(b) even if no one has committed direct infringement within the terms
of §271(a) (or any other provision of the patent laws), because direct infringement
can exist independently of a violation of these statutory provisions. See 692 F. 3d,
at 1314.
***
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The Federal Circuit’s analysis fundamentally misunderstands what it means to
infringe a method patent. A method patent claims a number of steps; under this
Court’s case law, the patent is not infringed unless all the steps are carried out.
See, e.g., Aro [Mfg. Co. v. Convertible Top Replacement Co., 365 U. S 336, 344
(1961)] (a “patent covers only the totality of the elements in the claim and . . . no
element, separately viewed, is within the grant”). This principle follows ineluctably
from what a patent is: the conferral of rights in a particular claimed set of
elements. “Each element contained in a patent claim is deemed material to
defining the scope of the patented invention,” Warner-Jenkinson Co. v. Hilton
Davis Chemical Co., 520 U. S. 17, 29 (1997), and a patentee’s rights extend only
to the claimed combination of elements, and no further.
***
[T]here has simply been no infringement of the [claimed] method in which …,
because the performance of all the patent’s steps is not attributable to any one
person. …[W]here there has been no direct infringement, there can be no
inducement of infringement under §271(b).
***
[The patentees], like the Federal Circuit, criticize our interpretation of §271(b) as
permitting a would-be infringer to evade liability by dividing performance of a
method patent’s steps with another whom the defendant neither directs nor
controls. We acknowledge this concern. Any such anomaly, however, would result
from the Federal Circuit’s interpretation of §271(a) in Muniauction. A desire to
avoid Muniauction’s natural consequences does not justify fundamentally altering
the rules of inducement liability that the text and structure of the Patent Act clearly
require—an alteration that would result in its own serious and problematic
consequences, namely, creating for §271(b) purposes some free-floating concept of
“infringement” both untethered to the statutory text and difficult for the lower
courts to apply consistently.
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ACKNOWLEDGEMENT: ORIGINS OF THE WEGNER RULES
The Wegner Rules are based upon the dual foundations of experience as a
Patent Examiner who dealt with examination of several hundred patent
applications and then practiced at the Patent Office for several years including
service as a partner in what is here styled as the “Wegner Firm”. The Wegner Firm
commenced in 1980 as Wegner & Bretschneider and continued until 1994 when
the firm was known at Wegner, Cantor, Mueller & Player. In 1994 the writer’s
practice was merged into what is today Foley & Lardner LLC.
The writer acknowledges in particular contributions from his partners in the
Wegner Firm particularly including Stephen B. Maebius, Douglas P. Mueller,
Herbert I. Cantor and the late Helmuth A. Wegner.
The origin of the Wegner Rules includes the writer’s background as a Patent
Examiner when he was able to observe from the Examiner side the obvious
advantages of a simple prosecution. To the extent that the Examiner had
confidence in the prior art cited by the applicant as the best prior art known to the
applicant, then the Examiner only needed to do his own search to try to find better
prior art.
If no better prior art was found, then the Examiner could have confidence
reaching a final decision on the merits based upon the cited prior art. (If there were
numerous claims to examine and there was no confidence in the applicant’s search
results as complete, the default for many if not most examiners is to issue a
detailed first action on the merits with both prior art and formal grounds: This
leaves the door open to finding further prior art that may be pertinent.)
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